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REMARKS 

Favorable reconsideration of this application, in light of the following discussion and in 
view of the present amendment, is respectfully requested. 

Claims 1,4, 7, 10, 11, 14, 16, 17, 19, 20 and 23 are amended. Claims 1-23 are pending. 
I. Examiner's Response to Arguments 

In the previous Office Action, filed before the Request for Continued Examination, the 
Examiner took Official Notice that providing a low-pass filter in series with a signal output results 
in the equivalent frequency response as connecting a high-pass filter to ground at the signal 
output and asserted that it would have been an obvious matter of design choice to provide a 
high-pass filter to ground versus having a low-pass filter in series with the SPP signal since the 
applicant did not disclose that the high-pass filter solves any stated problem or is for any 
particular purpose. The Examiner further alleges that the Applicants did not traverse the 
Examiner's assertion of Official Notice. The Applicants respectfully disagree with the Examiner's 
assertions. Further, the Applicants respectfully submit that the Examiner's assertions are not 
accepted by the Applicants as admitted art. 

First, in the Amendment filed August 28, 2007, the Applicants implicitly traversed the 
Examiner's assertion of Official Notice by arguing that a high-pass filter which removes all AC 
components from the SPP signal such that only DC components of the SPP signal remain 
provides a benefit distinct from that of a low-pass filter in series with a signal output. Namely, 
providing a high-pass filter which removes an AC component such that only DC components 
remain results in stably generating a DPP signal regardless of disc track pitch. 

While the Applicants are aware that M.P.E.P. § 2144.03 recites that "the examiner 
should clearly indicate in the next Office action that the common knowledge or well-known in the 
art statement is taken to be admitted prior art" if the Applicant's traversal is not adequate, the 
Applicants respectfully submit that the M.P.E.P. does not recite that the Applicant must 
acquiesce to this assertion and particularly points out that, when requested, the Examiner must 
provide substantias evidence to support his/her contention. 

Second, with respect to being an obvious matter of design choice to provide a high-pass 
filter to ground versus having a low-pass filter in series, the Applicants respectfully request that 
the Examiner provide a prior art reference, and corresponding motivation, that discusses that a 
high-pass filter connected to ground is equivalent to a low-pass filter in series. The Applicants 
previously submitted that, by removing AC components from the SPP signal, only DC 
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components of the SPP signal remain, which allow for a DPP signal to be stably generated 
regardless of disc track pitch. Thus, this high-pass filter has low-pass characteristics, and is 
therefore distinct from a low-pass filter alone. 

It would not be appropriate for the examiner to take official notice of facts without citing a 
prior art reference where the facts asserted to be well known are not capable of instant and 
unquestionable demonstration as being well-known. "Official notice unsupported by 
documentary evidence should only be taken by the Examiner where the facts asserted to be 
well-known, or to be common knowledge in the art, are capable of instant and unquestionable 
demonstration as being well-known. Assertions of technical facts in the areas of esoteric 
technology or specific knowledge of the prior art must always be supported by citation to some 
reference work recognized as standard in the pertinent art." In re Ahert, 424 F.2d 1088, 1091, 
165 USPQ 418, 420-421 (CCPA 1970). An "assessment of basic knowledge and common 
sense that is not based on any evidence in the record lacks substantial evidence support." In re 
Zurko, 258 F.3d 1379, 1385, 59 USPQ2d 1693, 1697 (Fed. Cir. 2001). See also M.P.E.P. 
§2144.03. 

While "Official Notice" may be relied upon, as noted in MPEP §2144.03, these 
circumstances should be rare and Official Notice unsupported by documentary evidence should 
only be taken by the Examiner where the facts asserted to be well known, or to be common 
knowledge in the art are capable of instant and unquestionable demonstration as being well- 
known and only when such facts are of notorious character and serve only to "fill in the gaps" 
which might exist in the evidentiary showing made by the Examiner to support a particular 
ground of rejection. 

Further, the Applicants should be presented with the explicit basis on which the Examiner 
regards the matter as subject to Official Notice sufficient to allow the applicant a proper 
opportunity to challenge that assertion. Thus, the Applicants respectfully demand a reference be 
produced and/or an affidavit supporting the same be prepared by the Examiner. 

In addition, even if a reference is provided which shows that a high-pass filter connected 
to ground is equivalent to a low-pass filter in series with a signal output, a motivation or 
suggestion to combine Deguchi, if utilized, with the cited reference is necessary in asserting a 
prima facie case of obviousness. It is improper to merely deem something obvious without any 
teaching/suggestion. The Federal Circuit has cautioned that an Examiner must show reasons 
that the skilled artisan, confronted with the same problems as the inventor and with no 
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knowledge of the claimed invention, would select the elements from the cited prior art references 
for combination in the manner claimed. In re Rouffet 47 USPQ2d 1453, 1458 (Fed. Cir. 1998). 

Merely reciting that "the applicant has not disclosed that a high-pass filter solves any 
stated problem or is for any particular purpose" is not a motivation, suggestion or apparent 
reason that would have led one of ordinary skill in the art to incorporate a high-pass filter to 
ground in the invention of Deguchi. The Applicants provide a high-pass filter in series between 
the SPP generating unit and the subtractor, and ground the high-pass filter, so that the high- 
pass filter has both high-pass and low-pass characteristics, which allow for a more stably 
generated DPP signal, regardless of a disc track pitch. Deguchi discusses only the use of a low- 
pass filter, which does not provide high-pass filtering characteristics. Thus, there is no indication 
as to why a high-pass filter would be incorporated into the device of Deguchi, when only a low- 
pass filter is used. Further, the Examiner previously cited no motivation to suggest why a high- 
pass filter would be incorporated into the device of Deguchi, in series with a SPP signal 
generating unit and a subtractor, and grounded, so that the high-pass filter would have both 
high-pass and low-pass characteristics. 

Therefore, the Applicants respectfully submit that even if the Deguchi reference was 
cited with another reference or with Official Notice, the Examiner still would not be able to assert 
a prima facie case of obviousness. 

II. Rejection under 35 U.S.C. § 112 

In the Office Action, at page 3, numbered paragraph 5, claims 1-23 were rejected under 
35 U.S.C. § 1 12, first paragraph, as failing to comply with the enablement requirement. Claims 
1, 1 1, 14, 17 and 23 were amended to remove the phrase "all" in accordance with the 
Examiner's comments. However, the independent claims were not amended to remove the 
phrase "only." 

It is not necessary that the application describe the claim limitations exactly, but only so 
clearly that persons of ordinary skill in the art will recognize from the disclosure that appellants 
invented processes including those limitations. In re Wertheim , 191 USPQ 90, 96 (CCPA 1976). 
Similarly, "[the specification] need only be reasonable with respect to the art involved; they need 
not inform the layman nor disclose what the skilled already possess. They need not describe 
the conventional... The intricacies need not be detailed ad absurdum." General Electric Co. v. 
Brenner , 159 USPQ 335 (D.C. Cir. 1968). In addition, a defining aspect of enablement is that 
there isn't undue experimentation, i.e., experiment required to reproduce the claimed features is 
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satisfactory, as long as it isn't undue experimentation. In re Geerdes , 180 USPQ 789, 793 
(CCPA1974). 

Accordingly, it is respectfully submitted that it would have been obvious to one of ordinary 
skill in the art, after review of the present invention and disclosure, to utilize a high-pass filter 
situated in series between an SPP generating unit and a subtracter, and grounded, which 
removes AC components such that only DC components of a signal remain, in a tracking error 
signal generating apparatus. 

In addition, as noted in MPEP § 2163.04, a "description as filed is presumed to be 
adequate, unless or until sufficient evidence or reasoning to the contrary has been presented by 
the examiner to rebut the presumption ." The Examiner, therefore, must have a reasonable basis 
to challenge the adequacy of the written description. The Examiner has the initial burden or 
presenting by a preponderance of evidence why a person skilled in the art would not recognize 
in an applicant's disclosure a description of the invention as defined by the claims. 

MPEP § 2163.04(1) further details that in rejecting a claim, "the examiner must set forth 
express findings of fact which support the lack of written description." As further detailed, 
"[t]hese findings should: (a) Identify the claim limitation at issue; and (B) Establish a prima facie 
case by providing reasons why a person skilled in the art at the time the application was filed 
would not have recognized that the inventor was in possession of the invention as filed. A 
general allegation of 'unpredictability in the art* is not a sufficient reason to support a rejection for 
lack of adequate written description." 

Here, the Examiner asserts only that the specification fails to disclose how to make 
and/or use a high-pass filter in such a way as to remove all AC components such that only DC 
components of the signal remain. However, it is well-known in the art, and a quick search of the 
patent database clarifies, that filters are able to remove AC components such that only DC 
components of the signal remain. Here, by placing the high-pass filter 703 in series with the 
SPP signal generating unit 702 and the subtractor 704, and grounding the filter 703, the filter 
703 is able to filter out AC components so that only DC components of the signal remain. 
Therefore, the Examiner has not established a prima facie case by providing reasons why a 
person skill in the art at the time the application was filed would not have recognized that the 
inventor was in possible of the invention as filed. 

Regarding enablement, again the issue falls on whether the application provides enough 
disclosure to enable one skilled in the art to make and use the claimed invention. "The standard 
for determining whether the specification meets the enablement requirement [is whether the] 
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experimentation needed to practice the invention [is] undue or unreasonable." See MPEP § 
2164.01. 

Again, the Examiner has "the initial burden to establish a reasonable basis to question 
the enablement provided for the claimed invention.... [the] examiner must provide a reasonable 
explanation as to why the scope of protection provided by the claim is not adequately enabled by 
the disclosure." MPEP § 2164.04. 

Further, "[a] specification disclosure which contains a teaching of the manner and 
process of making and using an invention in terms which correspond in scope to those used in 
describing and defining the subject matter sought to be patented must be taken as being in 
compliance with the enablement requirement.. .. unless there is a reason to doubt the objective 
truth of the statements contained therein which must be relied upon for enabling support." Id 
Here, the Examiner has provided no reason to doubt the objective truth of the statements 
contained therein. 

Therefore, withdrawal of the § 112, 1 st paragraph rejection is respectfully requested. 
Conclusion 

In accordance with the foregoing, claims 1, 4, 7, 10, 11, 14, 16, 17, 19, 20 and 23 have 
been amended. Claims 1-23 are pending and under consideration. 

There being no further outstanding objections or rejections, it is submitted that the 
application is in condition for allowance. An early action to that effect is courteously solicited. 
Finally, if there are any formal matters remaining after this response, the Examiner is requested 
to telephone the undersigned to attend to these matters. 

If there are any additional fees associated with filing of this Amendment, please charge 
the same to our Deposit Account No. 19-3935. 



Respectfully submitted, 



Date: February 5, 2008 




Kari P. Footland 
Registration No. 55,187 



1201 New York Avenue, N.W., 7th Floor 
Washington, D.C. 20005 
Telephone: (202)434-1500 
Facsimile: (202)434-1501 
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